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L REAL PARTY IN INTEREST 

The real party in interest is the assignee of the full interest in the invention, Intel Corporation, 
2200 Mission College Blvd. Santa Clara, CA 95052. 

II. RELATED APPEALS AND INTERFERENCES 

To the best of Appellant's knowledge, there are no appeals or interferences related to the 
present appeal that will directly affect, be directly affected by, or have a bearing on the 
Board's decision in the instant appeal. 

III. STATUS OF THE CLAIMS 

Claims 17-40 are pending in the application and were finally rejected in an Office Action 
mailed July 1, 2005. Claims 17-40 are the subject of this appeal. A copy of Claims 17-40 as 
they stand on appeal is set forth in Appendix A. 

IV. STATUS OF AMENDMENTS 

In response to the Final Office Action mailed July 1, 2005, rejecting claims 17-40, Appellants 
filed an Amendment After Final under 37 C.F.R. 1.116 with a Notice of Appeal on Sep. 1, 
2005. The Notice of Appeal was received at the patent office on Sep. 6, 2005. A copy of all 
claims on appeal is attached hereto as Appendix A. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 

Independent claim 1 7 claims a method for activating an idle storage device in a 
computer system to transfer data while a main processor of the computer is idle. 
(Specification, page 7, lines 1 1-21; page 4, lines 15-21; Figure 2). Thus, for instance, a 
notebook in its very deepest sleep state may have its system storage resources used to store or 
remove data. (Specification, page 4, lines 15-18). The data transfer is executed, and system 
resources are returned to an idle state. (Specification, page 9, lines 9-17; Figure 2). 

Independent claim 27 claims a means for activating an idle storage device in a 
computer system to transfer data while a main processor of the computer is idle. 
(Specification, page 6, lines 19-21 ; Figure 1). Claim 27 further claims means for executing 
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the data transfer, and means for returning system resources to an idle state. (Specification, 
page 6, lines 16-18; Figure 1). 

Independent claim 33 claims a machine-readable medium having executable 
instructions to cause a processor to perform a method for activating an idle storage device in 
a computer system to transfer data while a main processor of the computer is idle. 
(Specification, page 7, lines 11-21; page 4, lines 1 5-21 ; Figure 2). The data transfer is 
executed, and system resources are returned to an idle state. (Specification, page 9, lines 9- 
17; Figure 2). 

Independent claim 38 claims a computer system that includes a processor coupled to a 
memory through a bus. (Specification, page 5, line 22 to page 6, line 8; Figure 1). The 
computer system further includes a unit to activate a storage device in a computer system to 
transfer data while the processor is idle. (Specification, page 6, lines 19-21; Figure 1). The 
unit executes the data transfer, and returns system resources to an idle state. (Specification, 
page 6, lines 16-18; Figure 1). 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Claims 17-40 stand rejected under 35 U.S.C. § 103(a) as being obvious under US Patent No. 
6,829,704 B2 by Zhang, et al. (hereinafter "Zhang") in view of U.S. Patent No. 5,530,879 by 
Crump, et al. (hereinafter "Crump"). 

VII. ARGUMENTS 

A. NO MOTIVATION EXISTS TO COMBINE ZHANG WITH CRUMP TO ACHIEVE 
THE ELEMENTS OF APPELLANT'S INVENTION. 

To establish a prima facie case of obviousness, there must be some suggestion or 
motivation, either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art, to modify the reference or to combine reference teachings. In re 
Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). (Manual of Patent Examining 
Procedure 1J2143). 

The office action asserts that "it would have been obvious for an ordinary skill in the 
art at the time of the invention to incorporate the step of returning to an idle state of Crump 
with Zhang for the purpose of providing a method and a system to automatically activate 
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options resident in memory of a ... to prevent automatic installation of options during device 
operation as stated by Zhang in lines 24-28 of column 2." (Final Office Action, pgs. 3-4). 

The present Office Action does not direct the Appellant to any teachings within these 
references, which suggests combining Zhang with Crump to achieve Appellant's claimed 
invention. No incentive exists in either references themselves that actually suggests 
combining Zhang's teachings, to delay activation of inactive software applications resident in 
a memory of a device while the device is active, with Crump's teachings, to provide a power 
management processor to provide multiple power states (normal operating state, standby 
state, suspend state, off state) for a computer system. Thus, no motivation exists in either 
reference to combine the teachings of Crump with the teachings of Zhang. 

Further, Zhang discloses that in order to prevent automatic installation of options 
during device operation of the device, activation of the inactive options is delayed until the 
device is inactive. Zhang seems to teach away from automatic installation of options during 
device operation. It is not clear how a person of ordinary skill in the art would combine 
Crump with the power management processor in Zhang to prevent the automatic installation 
of options. 

Applicants assert that the office action has not meet its burden to adequately supply 
motivation to combine the references under 35 U.S.C. 103. Correspondingly, withdrawal of 
the obviousness rejection of claims 17-40 is respectfully requested and allowance of such 
claims is requested. 

B. THE 35 U. S. C. 103 REJECTION OF CLAIMS 17. 27, 33 AND 38 IS IMPROPER 
BECAUSE THE OFFICE ACTION IMPERMISSIBLY RELIES ON HINDSIGHT TO 
COMBINE ZHANG WITH CRUMP. 

To prevent the use of hindsight an examiner "must show reasons that the skilled artisan, 
confronted with the same problems as the inventor and with no knowledge of the claimed 
invention, would select the elements from the cited prior art references for combination in the 
manner claimed." In re Rouffet, 149 F.3d 1350, 1359, 47 USPQ2d 1453, 1459 (Fed. Cir. 
1998.)(Also see MPEP 2142 as well as MPEP 2145). "Because the Board did not explain the 
specific understanding or principle within the knowledge of a skilled artisan that would 
motivate one with no knowledge of Rouffet 's [Appellant's] invention to make the 
combination, this court infers that the examiner selected these references with the assistance 
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of hindsight ." Id "Our case law makes clear that the best defense against the subtle but 
powerful attraction of a hindsight-based obviousness analysis is rigorous application of the 
requirement for a showing of the teaching or motivation to combine prior art references." In 
re Lee, No. 07/631,240, (Fed. Cir. Jan. 2002). 

As noted above, the office action cites no hints or suggestions in either reference that 
actually suggests combination. On this basis alone, an improper combination of references 
based on presumed hindsight has occurred and withdrawal of the obviousness rejection is 
justified. Withdrawal of the obviousness rejection of claims 17-40 is respectfully requested 
and allowance of such claims is earnestly solicited. 

C. THE 35 U. S. C. 103 REJECTION OF CLAIMS 17. 27. 33 AND 38 IS IMPROPER 
BECAUSE NEITHER ZHANG NOR CRUMP DISCLOSES. TEACHES. OR SUGGESTS 
APPELLANT'S CLAIMED ELEMENT. 

The office action rejected independent claims 17, 27, 33 and 38 over Zhang in view of 
Crump. Patent law requires that the references combine to teach or suggest all of the 
limitations /elements of applicants claims. Independent claims 17, 27 and 33 each recite the 
limitation of "activating an idle storage device in a computer system to transfer data while a 
main processor of the computer is idle ." Independent claim 38 recites "activate a storage 
device in a computer system to transfer data while the processor is idle ." 

In contrast, Zhang discloses "a system and method of delaying activation of inactive 

options resident in memory of a device while the device is active or in use ." (Zhang, col. 2, 

lines 20-22). Zhang further discloses: 

If the status [of the device, such as a medical imaging device,] is determined 
as active, the processor of the device prohibits activation and enablement of 
[inactive] software application [stored in memory] until device initialization or 
reboot. If, however, the status is an inactive status, then the device processor 
automatically activates and enables the software application with device 
reboot. 

(Zhang, col. 2, line 64 to col. 3, line 3). 

Thus, in contrast to activating an idle storage device while a main processor of the 
computer is idle , Zhang explicitly states that the device processor activates to enable the 
inactive software applications stored in memory. Further, activating inactive software 
applications stored in memory is not equivalent to activating an idle storage device. 
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Therefore, the device processor activating an inactive software application in the memory of 
a device is not equivalent to activating an idle storage device in a computer system to transfer 
data while a main processor of the computer is idle. 

Crump does not supply the missing elements. Crump discloses that a power supply of 
a computer system has several states, which are controlled by the power management 
processor responsive to the CPU, the switch, the modem, the timer, the glitch circuit, the 
override circuit, and the power management processor itself. (Crump, Abstract). Crump is 
silent on "activating an idle storage device. . .while the main processor is idle." Thus, Crump 
does not teach or suggest activating an idle storage device in a computer system to transfer 
data while a main processor of the computer is idle. 

Because Zhang and Crump, either individually or in combination, do not teach or 
suggest each and every limitation of independent claims 17, 27, 33 and 38, withdrawal of the 
obviousness rejection of claims 17, 27, 33 and 38 and associated dependent claims is 
respectfully requested. 
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VIII. CONCLUSION 



Appellant submits that no motivation exists to combine Zhang with Crump to achieve 
the elements of Appellant's invention. Appellant submits that the 35 U. S. C. 103 rejection is 
improper because the office action impermissibly relies on hindsight to combine Zhang with 
Crump. Appellant submits that the 35 U. S. C. 103 rejection of the claims is further improper 
because neither Crump or Zhang discloses, teaches, or suggests Appellant's claimed element. 

Appellant respectfully submits that all the appealed claims in this application are 
patentable and requests that the Board of Patent Appeals and Interferences overrule the 
Examiner and direct allowance of the rejected claims. 

Fee for Filing a Brief in Support of Appeal 

Enclosed is a check in the amount of $500.00 to cover the fee for filing a brief in 
support of an appeal as required under 37 C.F.R. §§ 1.17(c) and 41.37(a). 

Deposit Account Authorization 

Authorization is hereby given to charge our Deposit Account No. 02-2666 for any 
charges that may be due. Furthermore, if an extension is required, then Appellant hereby 
requests such extension. 



Respectfully submitted, 



BLAKELY, SOKOLOFF, TAYLOR 
& ZAFMAN LLP 



Dated: November 1, 2005 




Thomas S. Ferrill 
Registration No. 42,532 



12400 Wilshire Boulevard 
Seventh Floor 

Los Angeles, CA 90025-1026 
(408) 720-8300 x309 
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A. Appendix of claims 



1-16 (Cancelled) 

17. (Previously Presented) A method, comprising: 

activating an idle storage device in a computer system to transfer data while a main 
processor of the computer is idle; 

executing the data transfer; and 
returning system resources to an idle state. 

18. (Previously Presented) The method of claim 17, further comprising: 
buffering the data for transfer. 

19. (Previously Presented) The method of claim 17, further comprising: 

detecting a request for data transfer to activate the idle storage device while the main 
processor of the computer is idle. 

20. (Previously Presented) The method of claim 19, wherein a controller activates the 
idle storage device by directing power to the device. 

21. (Previously Presented) The method of claim 17, further comprising: 
tagging the transferred data for recognition. 

22. (Previously Presented) The method of claim 17, further comprising: 
apportioning a system time and power resource based on the transferred data. 

23. (Previously Presented) The method of claim 22, further comprising: 
returning the system resource to a pre-transfer state. 

24. (Previously Presented) The method of claim 17, further comprising: 
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notifying a user of the computer system of the data transfer after the system is 
returned to an idle state. 

25. (Previously Presented) The method of claim 17, wherein the data is transferred 
wirelessly. 

26. (Previously Presented) The method of claim 1 7, wherein the data is transferred via a 
low level data bus. 

27. (Previously Presented) An apparatus comprising: 

means for activating an idle storage device in a computer system to transfer data while 
a main processor of the computer is idle; 

means for executing the data transfer; and 

means for returning system resources to an idle state. 

28. (Previously Presented) The apparatus of claim 27, further comprising: 
means for buffering the data for transfer. 

29. (Previously Presented) The apparatus of claim 27, wherein the means for activating 
the idle storage device comprise a controller that detects a request for data transfer while the 
main processor of the computer is idle. 

30. (Previously Presented) The apparatus of claim 29, wherein the controller activates the 
idle storage device by directing power to the device. 

3 1 . (Previously Presented) The apparatus of claim 27, wherein the data is transferred 
wirelessly. 

32. (Previously Presented) The apparatus of claim 27, wherein the data is transferred via 
a low level data bus. 
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33. (Previously Presented) A machine-readable medium having executable instructions 
to cause a processor to perform a method, the method comprising: 

activating an idle storage device in a computer system to transfer data while a main 
processor of the computer is idle; 

executing the data transfer; and 
returning system resources to an idle state. 

34. (Previously Presented) The machine-readable medium of claim 33, wherein the 
method further comprises: 

buffering the data for transfer. 

35. (Previously Presented) The machine-readable medium of claim 34, wherein the idle 
storage device is activated by a controller that detects a request for data transfer while the 
main processor of the computer is idle. 

36. (Previously Presented) The machine-readable medium of claim 33, wherein the 
method further comprises: 

apportioning a system resource based on the transferred data. 

37. (Previously Presented) The machine-readable medium of claim 36, wherein the 
method further comprises: 

returning the system resource to a pre-transfer state. 

38. (Previously Presented) A computer system comprising: 
a processor coupled to a memory through a bus; 

a unit to activate a storage device in a computer system to transfer data while the 
processor is idle, the unit to 

execute the data transfer, and the unit to 
return system resources to an idle state. 

39. (Previously Presented) The system of claim 38, further including a buffer to store data 
to be transferred. 
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40. (Previously Presented) The system of claim 38, further including a unit to detect a 
request for data transfer to activate the idle storage device while the main processor of the 
computer is idle. 
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B. Evidence Appendix 

No additional evidence is being submitted with this appeal brief. 
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C. Proceeding Appendix 

No other related proceedings exist at this time. 
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